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Before GARRI S, WALTZ, and DELMENDO, Adninistrative Patent Judges.

DELMENDO, Admi nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal under 35 U S.C. 8§ 134 (2003)
fromthe examner’s final rejection of clains 1 through 7, 18
t hrough 32, and 40 through 46 (final Ofice action mailed Aug. 9,
2002, paper 13) in the above-identified application. dCains 10
t hrough 17 and 33 through 39, the only other pending clains,
stand withdrawn from further consideration pursuant to 37 CFR §
1.142(b) (2003) (effective Dec. 22, 1959).

The subject matter on appeal relates to a shaft for a hockey
stick (clains 23 through 32) and to a hockey stick (clains 1
through 7, 18 through 22, and 40 through 46). Further details of

this appeal ed subject natter are recited in representative clains
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1, 2 through 6, 18, 23, and 40 reproduced bel ow

1. A hockey stick, conprising, in conbination:

a shaft;

said shaft forned froma conposite |ayup including
a hol | ow core;

a bl ade having a hosel portion attached into said
hol | ow core of said shaft;

a sheath fornmed fromresilient nmaterial ensconcing
said shaft and term nating adjacent said hosel

2. The hockey stick of claim1 wherein said
conposite layup is conprised of a plurality of graphite
sheet s.

3. The hockey stick of claim2 wherein said
graphite sheets are inpregnated with resin, and affi xed
to each other by said resin.

4. The hockey stick of claim3 wherein said
resilient material runs the length of said shaft.

5. The hockey stick of claim4 wherein said
resilient material is rubber.

6. The hockey stick of claim5 wherein said |ayup
further conprises a urethane sheet.

18. A hockey stick, conprising, in conbination:

a shaft; and

a bl ade renoveably [sic] attached to said shaft;

said shaft formed by laying up a plurality of
uncured resin-inpregnated sheets of conposite material,
formng said plurality of sheets about a mandril
defining a | ayup wapped mandril, ensconcing a
resilient sheath over said | ayup wapped mandril,
vul cani zing said sheath and | ayup w apped mandri |
conbi nati on, and renoving the mandril .

23. A shaft for a hockey stick, conmprising, in
combi nati on:

a conposite layup including a hollow core having
an end to allow placenent of a bl ade hosel portion
t herein; and

a sheath fornmed fromresilient nmaterial ensconcing
sai d | ayup.
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40. The hockey stick of claim 1 including a cuff

| ocated on an interior of said hollow core of said
shaft, adjacent said hosel portion, and overlying said

hosel

portion.

The examiner relies on the follow ng references as evidence

of unpatentability:

Cecka et al. 4,212, 461 Jul . 15, 1980
(Cecka)

Rodgor s 5,419, 553 May 30, 1995

Bur ger 6, 206, 793 Bl Mar. 27, 2001

Kli ne

(filed Dec. 23, 1997)
557, 838 May 27, 1958

(Canadi an pat ent
docunent)

The appeal ed clains stand rejected as fol | ows:

clains 18 through 22 under the first paragraph of 35
US C 8 112 “as containing new matter” (examner’s
answer mailed Cct. 21, 2003, paper 19, page 3; Ofice
action mailed Nov. 6, 2001, paper 7, page 2);

clains 1, 18 through 25, 30, 31, 40, 41, 43, and 44
under 35 U.S.C. § 103(a) as unpatentabl e over Rodgors
in view of Kline (answer, page 3; Nov. 6, 2001 Ofice
action, page 3);

clainms 2 through 6 and 26 through 28 under 35 U.S.C. 8§
103(a) as unpatentable over Rodgors in view of Kline

and Cecka (answer, page 3; Nov. 6, 2001 Ofice action,
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page 3)); and

IV. clains 1 through 7, 18 through 32, and 40 through 46
under the judicially created doctrine of obviousness-
type doubl e patenting as unpatentable over clains 1
t hrough 8 of Burger (answer, page 3; Nov. 6, 2001
O fice action, page 4).

We reverse rejection | but affirmrejections Il through IV

for essentially those reasons set forth by the examner.*

. 35 U.S.C. § 112, Y1, Witten Description:
Clains 18-22

As an initial matter, it is inportant to enphasize that the

exam ner bears the initial burden of presenting a prima facie

case of unpatentability, whether it be based on prior art or on

any ot her ground. In re Cetiker, 977 F.2d 1443, 1445, 24 USPQd

1443, 1444 (Fed. Cir. 1992). “lInsofar as the witten description

requi rement is concerned, that burden is discharged by

1
cl ai ns stea%acf 4 e alefJ efcotg'e (@ubas[fpetlutaemapspuebarf1 tbSr |te atf iefleld
Jul . 31, 2003, paper 18, p. 9 ) As to rejections Il and I1l, the
appellant urges that the clains are separately patentable. (1d.)
We poi nt out, however, that nerely pointing out differences in
what the clains cover is not an argunment for separate
patentability within the neaning of 37 CFR 8
1.192(c)(7)(2003) (effective Apr. 21, 1995). Neverthel ess, we
wi Il consider the clains separately to the extent that the
appel | ant argues them separately within the neaning of the
regul ati on.
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‘presenting evidence or reasons why persons skilled in the art
woul d not recognize in the disclosure a description of the

invention defined by the clains.”” In re Alton, 76 F.3d 1168,

1175-76, 37 USPQRd 1578, 1583-84 (Fed. Cir. 1996)(citing In re
Wertheim 541 F.2d 257, 263-64, 191 USPQ 90, 97 (CCPA 1976)).

To satisfy the witten description requirenment of 35 U S. C
§ 112, first paragraph, the disclosure of the application as
originally filed nust reasonably convey to those skilled in the
rel evant art that the applicant, as of the filing date of the
original application, had possession of the clained invention.

Alton, 76 F.3d at 1172, 37 USPQRd at 1581; In re Kaslow, 707 F.2d

1366, 1375, 217 USPQ 1089, 1096 (Fed. Cr. 1983). The applicant,
however, does not have to describe exactly the subject matter

cl ai ned. Union Gl Co. of Cal. v. Atlantic Richfield Co., 208

F.3d 989, 997, 54 USPQd 1227, 1232, 1233 (Fed. Cr. 2000).

In the present case, the exam ner contends that the
speci fication does not adequately describe any “provision for a
renovably attached blade.” (Nov. 6, 2001 O fice action, page 2.)
Specifically, the exam ner takes the position that while “one
skilled in the [relevant] art mght realize fromthe reading the
specification that [the] applicant’s proposed interpretation my
be one possibility anong others,” this is insufficient for

pur poses of satisfying the witten description requirenent.
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(Answer, page 4.) According to the exam ner, “one may just as
easily read the appellant’s disclosure as providing a pernmanently
joined blade.” (1d.)

We cannot agree with the examiner on this issue. The
present specification describes (page 13, lines 21-23): “[( ne
has a grip ensconced shaft as depicted in figure 7 which nmay be
mat ed, preferably with blade B, by inserting blade B s hosel
portion 13 into receptacle or cuff 14 to forma hockey stick 10.”
Wil e the specification does not expressly state that the bl ade,
once inserted into the shaft, is renovable, there is also no
indication that the blade is permanently attached to the hockey
shaft. Because the blade nust be either permanently or renovably
attached (e.g., Rodgors) to the shaft, it is our judgnent that
the specification as originally filed would have reasonably
conveyed to one skilled in the relevant art that the appell ant,
as of the filing date, had possession of the invention recited in
t he appeal ed cl ai ns.

The examner’'s reliance on In re Barker, 559 F.2d 588, 593,

194 USPQ 470, 474 (CCPA 1977) is msplaced. |In Barker, the court
held that a claimspecifying a step of selecting a backboard
having a length equal to the width of at |east six shingles
violated the witten description requirenment because the

speci fication and draw ngs di scl osed only “backi ng boards of four
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and eight foot |lengths having a repetitive series of eight or
si xteen shingles thereon.” Unlike the situation in Barker, the
present specification describes a hockey stick in which the bl ade
nmust be attached to the shaft in one of only two possible ways -
i.e., either renovably or pernanently.

For these reasons, we cannot affirmthe examner’s rejection

on this ground.

[I. 35 U.S.C. §103(a): Cains 1, 18-25, 30, 31, 40, 41, 43, & 44
over Rodgors & Kline

We agree with the exam ner’s reasoning (answer, pages 5-6;
Nov. 6, 2001 Office action, page 3) that the prior art teachings
woul d have | ed one of ordinary skill in the art to conbine
Rodgors and Kline. Rodgors describes a hockey stick shaft in the
formof an elongated tubul ar nenber forned as a plurality of
di screte |l ayers of bondable material (i.e., a conmposite |ayup),
such as |l ayers made of unidirectional carbon fiber rovings. ?
(Colum 2, lines 18-22; colum 3, line 36 to colum 4, |line 62;

Exanmpl es 1 and 2; Tables 1-3.)

Kline teaches a protective coating 17 (e.g., “snooth hard

’ . . .
fibers V\-Ilc-)huef ad'hsacvleosaLfref éanstR%dLﬁg%jreSstogd %lﬁllﬁla? ilta e sq{eectasr brr%nde
fromgraphite fibers as recited in appealed claim2, which is
di scussed in rejection I1l. See Hawl ey’s Condensed Chem ca
Dictionary 212, 551 (Van Nostrand Reinhold 13'" ed. 1997), copy
att ached.
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rubber”) along the entire central shaft portion 12 to “provide[]
a hockey stick that is both sturdy, weather-proof, and easy to
handle.” (Colum 1, line 47 to colum 2, line 18.) As pointed
out by the exam ner (answer, page 5), Kline teaches that the
protective coating may be applied to shafts of the type descri bed
in Rodgors. (Columm 1, lines 42-46.)

Hence we share the examner’s view that one of ordinary

skill in the art would have found it prinm facie obvious to

nodi fy the shaft described in Rodgors to include Kline's

el astoneric coating on its outer surface in order to obtain al

of the advantages described in Kline, thus arriving at a hockey

shaft enconpassed by appeal ed claim 23. The hypot hetical person

having ordinary skill in the art would have carried out this

nodi fi cation of Rodgors with a reasonabl e expectation of success.
Mor eover, Rodgors further teaches that the shaft may be

provided with a thin outside surfacing veil nade of a

thernopl astic (i.e., resilient) polyester. (Colum 4, lines 63-

67.) Fromthis teaching, we determ ne that Rodgors descri bes

each and every limtation recited in appealed claim?23. Although

the exam ner’s rejection of appeal ed claim?23 has been nade under

35 U S.C 8§ 103(a), a prior art disclosure that anticipates under

35 U.S.C. 8 102 also renders the claimobvious, for anticipation

is the epitonme of obviousness. |n re Baxter Traveno
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Laboratories, 952 F.2d 388, 391, 21 USPQ@d 1281, 1284-85 (Fed.

Cir. 1991); In re Fracalossi, 681 F.2d 792, 794, 215 USPQ 569,

571 (CCPA 1982); In re May, 574 F.2d 1082, 1089, 197 USPQ 601
607 (CCPA 1978).

The appel |l ant argues that “Rodgors discloses a carbon and
gl ass fiber hockey stick shaft which, by its construction, is
‘relatively indestructible’” and that “[t]he addition of the
sheath of the present invention to Rodgors’ stick shaft would
therefore be superfluous...” (Substitute appeal brief, pages 12-
13; 37 CFR 8§ 1.132 (2003)(effective Nov. 29, 2000) declaration of
Tom Owhundro.) W note, however, that Rodgors describes each
and every limtation of appealed claim23. Furthernore, Kline
provides a reason to apply a coating on the shaft of Rodgors for
t he purpose of inproving sturdi ness, weather-resistance, and ease
of handling. It does not matter that Rodgors teaches a shaft
that is “relatively indestructible,” because one of ordinary
skill in the art would have been led to apply Kline' s coating for
all of the disclosed advantages including, but not limted to, a
further inprovenent in sturdiness.

The appel |l ant urges that while Rodgors discloses a
repl aceabl e handl e portion, “[t]he instant invention is a one-
pi ece shaft with neans for binding the sheath to it and for

attaching a blade.” (Substitute appeal brief, page 13; 37 CFR §
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1. 132 declaration of Tom Owhundro.) This position is w thout
any nerit. Nothing in the actual |anguage of appeal ed claim 23
precludes a repl aceabl e handl e portion as shown in Rodgors.

Al so, “[t]he test for obviousness is not whether the features of
a secondary reference may be bodily incorporated into the
structure of the primary reference.[] Rather, the test is what
t he conmbi ned teachings of the references woul d have suggested to

those of ordinary skill inthe art.” Inre Keller, 642 F.2d 413,

425, 208 USPQ 871, 881 (CCPA 1981).

The appel |l ant all eges that Rodgors’s thernoplastic coating
“precludes further coating of the stick with the sheath of the
present invention.” (Substitute appeal brief, page 13; 37 CFR 8§
1. 132 declaration of Tom Owhundro.) W do not subscribe to this
argunent because the appellant and M. Owhundro fail to identify
the factual basis for this conclusory statenent. On this point,
it is well settled that nere | awyer’s argunents and concl usory
statenments, which are unsupported by factual evidence, are

entitled to little probative value. In re Ceisler, 116 F. 3d

1465, 1470, 43 USPQRd 1362, 1365 (Fed. Cir. 1997); In re De

Bl auwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed. CGr. 1984); In
re Wod, 582 F.2d 638, 642, 199 USPQ 137, 140 (CCPA 1978); In re
Li ndner, 457 F.2d 506, 508-09, 173 USPQ 356, 358 (CCPA 1972).

Regar di ng appeal ed clains 18 through 22, we agree with the

10
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exam ner’s determ nation (answer, page 6) that the claim
limtations are product-by-process limtations that have not been
shown to distinguish over the prior art. Wen a product recited
in a product-by-process claimreasonably appears to be the sane
as or obvious froma product of the prior art, the burden is on
the applicant to show that the prior art product is in fact
different fromthe clainmed product, even though the products may

be nade by different processes. |[In re Thorpe, 777 F.2d 695, 697,

227 USPQ 964, 966 (Fed. Cir. 1985).

Wth respect to appeal ed claim40, the appellant contends
t hat Rodgors does not disclose a “cuff” as recited in the claim
(Substitute appeal brief, page 15.) W agree with the exam ner’s
determ nation (answer, pages 6-7) that the appellant’s contention
regarding a cuff is also wthout nmerit. It is well settled that,
in proceedi ngs before the United States Patent and Trademark
Ofice (PTO, clainms in an application are to be given their
br oadest reasonable interpretation, taking into account the

witten description found in the specification. In re Morris,

127 F.3d 1048, 1054, 44 UsSPQd 1023, 1027 (Fed. Gr. 1997); Inre
Zletz, 893 F.2d 319, 321-22, 13 USPQd 1320, 1322 (Fed. GCir.
1989) (“During patent exam nation the pending clains nust be
interpreted as broadly as their ternms reasonably allow.”); In re

Yamanot o, 740 F.2d 1569, 1571, 222 USPQ 934, 936 (Fed. Cr

11
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1984) (“The PTO broadly interprets clains during exam nation of a
patent application since the applicant nay ‘anend his claimto
obtain protection comensurate with his actual contribution to

the art.””)(quoting In re Prater, 415 F.2d 1393, 1404-05, 162

USPQ 541, 550 (CCPA 1969)).

Contrary to the appellant’s belief, the present
speci fication contains no special definition for the term*“cuff.”
It is appropriate, therefore, to give the termits ordinary
meani ng as woul d be understood by one skilled in the rel evant

art. Webster’'s Third New International D ctionary 551, copy

attached, defines the term*“cuff” as “the part of a glove
covering the wist and sonetines the forearnf and “sonethi ng
resenbling or likened to a cuff for the wist (as the ferrule on
a tool handle).” Thus, the examner’'s interpretation (answer,
pages 6-7) of the term*“cuff” to enconpass Rodgors’s sl eeve
portion of the hockey shaft overlying the reduced neck portion of
t he bl ade 24 is reasonabl e.

Accordingly, we uphold the examner’s rejection on this

gr ound.

II1. 35 U.S.C. § 103(a): Clains 2-6 & 26-28
over Rodgors, Kline, & Cecka

Appealed claim?2 recites that the “conposite layup is

conprised of a plurality of graphite sheets.” Again, we agree

12
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wWith the exam ner’s analysis (answer, page 7) as to this claim
Mor eover, as we di scussed above, the disclosure in Rodgors of
mul tiple layers of carbon fibers would have di sclosed or
suggested to one of ordinary skill in the art a plurality of
sheets made fromgraphite fibers as recited in appeal ed claim?2.

See Hawl ey’ s Condensed Chemical Dictionary 212, 551 (Van Nostrand

Rei nhol d 13'" ed. 1997).

As to appealed claim6, the appellant does not provide any
argunent on why the exam ner’s reasoning (answer, page 8; Nov. 6,
2001 O fice action, page 3) is in error. Accordingly, no basis
for reversal exists.

The 37 CFR 8 1.132 declaration of M. Mark Messier, a
pr of essi onal hockey player, is unpersuasive. Wile M. Messier
states that the present invention reduces broken sticks by
approxi mtely 20% the factual basis for this conclusion is
nowher e di scussed. For exanple, M. Messier fails to nention the
nature and extent of the conparison between the clained invention
and the control hockey stick. That is, M. Messier does not
state whether the control stick is of the type described in the
cl osest prior art, which is Rodgors who teaches a stick
satisfying all of the limtations recited in appeal ed clai m23.
Nor does M. Messier address the specifics of the conparative

study, e.g., the duration of the conparative study and the

13
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particulars of the data that m ght support his concl usion.
Accordingly, we uphold the examner’s rejection on this

gr ound.

V. Double Patenting: Jains 1-7, 18-32, & 40-46

The judicially-created doctrine of obviousness-type double
patenting prohibits a party from obtai ni ng an extension of the
right to exclude granted through clains in a |ater patent that
are not patentably distinct fromclains in a conmonly- owned

earlier patent. Ely Lilly & Co. v. Barr lLaboratories, Inc., 251

F.3d 955, 967, 58 USPQ2d 1869, 1877-78 (Fed. Cir. 2001)(citing In
re Longi, 759 F.2d 887, 892, 225 USPQ 645, 648 (Fed. Cir. 1985)).
According to our review ng court, “a double patenting rejection

of the obviousness type rejection is ‘analogous to a [failure to
neet] the nonobvi ousness requirenent of 35 U S.C. § 103, except
that the patent docunent underlying the double patenting

rejection is not considered prior art.” In re Longi, 759 F.2d at

892 n. 4, 225 USPQ at 648 n. 4.

Instead of filing a termnal disclainmer or arguing the
nmerits of the examner’'s rejection to overcone the rejection, the
appel l ant urges (substitute appeal brief, page 20):

Under si gned observes that had the Exam ner given
patentable weight to the claimlimtations of the

instant application while those clains were in the
parent case, applicant would not have been faced with

14
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t he econom c decision of having to pursue the patents

to issue pieceneal. It is believed that in |ight of

the delay in allow ng these clains, extension of the

patent term woul d be appropriate. The extension of

term should be the delay attributable to the patent

of fice.

The appellant’s position is utterly without merit and quite
untenable. It was the appellant who nade a strategi c decision
not to pursue the appealed clains in the parent application.

Under these circunstances, there is no justification for allow ng

an extension of the patent term

Sunmary

For these reasons and those set forth in the answer, we
reverse the rejection under 35 U S.C. 8§ 112, first paragraph, of
appeal ed clains 18 through 22 as violating the witten
description requirenment. W affirm however, the rejections
under: 35 U . S.C. 8§ 103(a) of appealed clains 1, 18 through 25,
30, 31, 40, 41, 43, and 44 as unpatentabl e over Rodgors in view
of Kline; 35 U S.C. § 103(a) of appealed clains 2 through 6 and
26 through 28 as unpatentable over Rodgors in view of Kline and
Cecka; and the judicially created doctrine of obviousness-type
doubl e patenting of appealed clainms 1 through 7, 18 through 32,
and 40 through 46 as unpatentabl e over patented clains 1 through
8 of Burger.

The decision of the exam ner to reject all of the appeal ed

15
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clains is affirned.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED

Bradley R Garris
Adm ni strative Patent Judge

BOARD OF PATENT
Thomas A. Waltz

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

Romul o H. Del mendo
Adm ni strative Patent Judge
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